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I. Introduction 

 

 Employment litigation runs like a well-oiled machine.  Charges of discrimination are filed, mediated or conciliated, 

and investigated.1  Some end up in court, but few actually go to trial.2  And there is no bouncing back and forth between the 

administrative agency established by Congress to do the heavy lifting in employment cases (the Equal Employment 

Opportunity Commission) and a federal court with the jurisdiction and authority to decide charges on the merits.  Once in 

federal court, the machine runs particularly well: in the vast majority of cases, there is an order to the litigation that provides 

cadence and plenty of timing.3  First the plaintiff offers proof, followed by the defendant’s rebuttal, followed by the 

plaintiff’s last chance to raise a genuine issue of material fact for trial.4   

Contrast that to the chaos and disorder of the way trademark cases are litigated in the intellectual property world.  

An administrative agency5 also exists to hear claims of likely confusion between marks (what is termed “infringement” if the 

case lands in court),6 and it has more power than its employment world cousin, but it exists in a parallel or alternative 

universe from courts.  So much so that plaintiffs can litigate in both worlds, or only one, in no particular sequence.  Once in 

either the administrative world of the Trademark Trial and Appeal Board or a federal court, there is no equivalent well-

running machine.  Quite the opposite: both parties operate at the mercy of a hodgepodge of decisive trademark factors that 

will decide the ultimate issue, with no particular understanding as to what factors matter most and, indeed, how many there 

are in the first place.7   

If the intellectual property world of lawyers, scholars and judges are willing, they could learn a lot from the way in 

which employment cases are litigated.  That kind of interdisciplinary learning is not common in litigation practice, especially 

in these two highly specialized areas.8  But intellectual property lawyers9 should be willing to ask whether they would benefit 

from the kind of machine that employment lawyers and judges (with the considerable help of the Supreme Court10) have built 

and have used for decades to advance and defend claims, decide cases, and hopefully, distribute justice.  The question is: are 

these lawyers willing? 

 

II. How Employment Litigation Works 

 

 An employee cannot simply march into federal court (or, for that matter, state court) once he concludes that he has 

experienced discrimination in the workplace.11  In setting up the Equal Employment Opportunity Commission, Congress also 

installed a set of well-defined procedures and gate-keeping mechanisms in these cases.12  Under those procedures, filing a 

charge of discrimination with the EEOC or a similar state agency is a jurisdictional prerequisite to suing.13  The EEOC has 

many purposes, but foremost among them is the conciliation and settlement of meritorious charges of discrimination,14 and it 

is hard to argue with that charge.15  Under the EEOC’s procedures, employment-based civil rights cases can be resolved at 

the administrative level, thereby sparing parties the costs and lengthy timelines associated with full-blown litigation.16   

 Indeed, a charging party cannot sue in court until the EEOC has issued a “right to sue” letter allowing the party to do 

so.17  According to federal regulation, the letter comes after mediation or investigation of the charge,18 though in some cases 

charging parties and their attorneys seek permission to sue before the EEOC has completed its work.19  For the most part, 

though, the “right to sue” framework sends the right messages to prospective plaintiffs: slow down, show your cards, and 

settle if possible.20  The message is only slightly undermined by something out of the EEOC’s control: by statute, it is 

ultimately powerless to do anything (other than sue in its own right) about civil rights violations proven by charging parties at 

the administrative level.21    

 But it would be in error to believe that what happens at the administrative level matters little if a case ends up 

actually being litigated in court.  It matters greatly.22  For example, the theory of discrimination pursued by the employee 

before the EEOC is a decision of great consequence.  An employee who believes that he suffered intentional, “disparate 

treatment,” discrimination at the hands of his employer may not later be heard in court changing his theory to the 

unintentional, “disparate impact,” variety.23  Likewise, a party who files his charge after the proscribed administrative 

timelines (180 or 300 days after a violation, depending on whether a state has its own civil rights investigative agency),24 may 

not later sue in court.25  In these cases, the federal “statute of limitations” is as short as six months, certainly the shortest in 

any area of law, and federal courts enforce the limitations period with consistency.26 

 If a charge is timely filed, then in many cases the parties have the option of immediately pursuing mediation or 

preferring that the EEOC begin its investigation.27  Mediation is informal and optional (either party can opt out) and may 
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result in a case having a particularly short life, at least in legal terms.28  Investigation is orderly: typically, an employer is 

asked to file a position statement in response to the charge and an investigator often follows up with the parties by seeking 

additional information or documentary evidence.29  The EEOC’s fact-finding process may also include an on-site visit to an 

employer and witness interviews.30  The EEOC’s investigation is informal: parties are not under oath when giving testimony 

and position statements are not verified by stating their truthfulness.31  It’s also possible at this stage that the parties may 

determine that the matter can be settled.  That certainly remains true after the investigator issues her “reasonable cause” 

finding that discrimination probably or probably did not occur.32  Even with a finding in his favor, the charging party has 

proven nothing in a court of law: a cause determination may be admissible in court, but it is not controlling on a court’s 

decision.33  

 If a party does end up in court, it hardly means that the administrative system failed.  Instead, it is highly likely that 

the parties seriously considered the prospect of settlement, gained important insight into the other’s theory of the case, and 

understood going forward that an important threshold had been crossed.  On the other side of the threshold lay steep 

attorney’s fees and a much slower timeline.  That alone is information all parties should intuitively appreciate prior to 

embarking on litigation.  No windfall awaits the plaintiff in court, either, as damage caps in these cases are fairly low and 

have not been adjusted upward since they were first set by Congress twenty years ago.34   There is an incentive for the 

plaintiff’s lawyer, though, as the Civil Rights Act is one of the few federal statutes that provides for the recovery of attorneys 

fee’s for the prevailing party.35 

 Once in court, the plaintiff has a well-defined and Supreme Court-dictated burden and method of proof.  Most 

employment cases are litigated under what is termed the “indirect method,”36 simply meaning that the plaintiff lacks the kind 

of direct discriminatory evidence that would make short work of the ultimate matter and that most employers stopped 

providing long ago (such as “you’re being fired because you are too old.”).37  An indirect case involves a three-step dance in 

which the plaintiff has important burdens in the first and third steps.38  First, he must establish each element of a “prima 

facie” case of discrimination, which in most cases involves four elements: (1) membership in a protected class; (2) proof that 

he was meeting his employer’s legitimate job expectations prior to the adverse decision; (3) evidence that similarly situated 

employees were treated more favorably by the employer; and (4) evidence of an adverse employment decision, such as a 

firing.39  Establishing a prima facie case is not necessarily light lifting, and many cases die at this state even before the 

employer is required to carry its burden in step two.40 

 If the plaintiff can establish a prima facie case, then it is the employer’s job to do the equivalent of drawing a breath: 

it simply must advance a non-discriminatory reason as the reason it took the action challenged by the plaintiff.41  This should 

not be difficult (the plaintiff was fired because he was insubordinate, or consistently tardy or absent, or because his job was 

eliminated), but sometimes it proves too difficult anyway.  An employer may have actually fired an employee because of his 

personality, but may later feel embarrassed by that reason.  So it offers up a falsehood in step two (such as job elimination), 

which undoubtedly is not provable under oath and probably does not match any documentation anyway.  But assuming that 

the employer can meet what should be a relatively low burden here, the ball shifts to the employee’s court (step three) to raise 

enough doubt about the truthfulness of the employer’s articulated reason to justify a trial.  Is the employer lying about its 

reason? 42  If so, then a jury may be free to conclude that the real reason for its decision is the discriminatory one advanced by 

the plaintiff in the first place.43 

 The orderly nature of the case means that it is usually fairly clear whether the plaintiff has enough to prove the 

ultimate fact – discrimination – at the moment discovery ends.  While intentional discrimination implies mind-reading or, as 

the Supreme Court has indicated, looking into the heart of the decision-maker at the moment of the decision,44 the proof 

process is not nearly so mystical.  Either the plaintiff has enough to raise a genuine issue on the motive behind his firing or he 

does not.  Without proof of pretext, or that the employer is lying, he does not.45  The result is summary judgment, and given 

the relative burdens here it should be no surprise that such a result has become fairly routine in employment cases.46  Indeed, 

the three-step, McDonnell Douglas paradigm undoubtedly established to make it easier for plaintiffs to make their cases is in 

practice the opposite: the reason their cases fail before ever seeing the inside of a courtroom.47 

 There are other factors working against plaintiffs, to be sure.  Courts have developed strong (and sensible) 

presumptions in these cases that tend to put an end to them at the summary judgment stage.  It is unlikely that the supervisor 

who hired the plaintiff would be the same one to fire her for belonging to a protected class (such as her sex or race),48 just as 

it unlikely that an employer who has fired an employee and replaced her with someone less than ten years younger has done 

so on account of her age.49  In both cases, the presumptions work against finding discrimination, though they can be rebutted 

with other evidence.50  But here the point is not whether the presumptions are necessarily fair, or, for that matter, whether the 

administrative scheme and the McDonnell Douglas method always work in the way that they were first intended.  The point 

is that they fill a litigation space that otherwise would be filled by chaos or at least disorder.  There would be no gatekeeping 

mechanism preventing (or nearly so) the frivolous case from being litigated,51 no proof-formula like the indirect method that 

has been used thousands of times over decades and that by now is well understood and accessible to parties, and no 

inexorable (if not tangible) pull towards conciliation and settlement in advance of outright litigation.  In other words, 

employment litigation would be expensive and largely directionless, or very similar to the way parties litigate over their 

trademarks. 

 



III. How Trademark Litigation Works 

 

 Trademark litigation exists in an alternate, or shadow, universe, and that’s where the problems begin.  The core issue 

in a trademark case is whether one mark so resembles another mark “as to be likely . . . to cause confusion, or to cause 

mistake, or to deceive.”52  The test is known simply as the “likelihood of confusion.”53  If a likelihood of confusion exists, 

then in the general case the mark that was used or registered with the trademark office first receives priority and the later 

mark is restricted.54  Confusion may be measured by examining the marks on paper or how they are actually used in the 

marketplace.  The trademark office, which handles petitions to register trademarks, examines the marks in a near-laboratory 

setting, or exactly how the registrant presents the mark on paper.55  Courts that hear trademark infringement cases examine 

the marks in use.56  In other words, it would be no defense in a trademark infringement case for a defendant to argue that the 

trademark office had approved the registration of its mark if the mark in dispute in court is different from the mark examined 

in Washington.57 

 The difference between how a mark appears on paper and how it is used in commerce is an important one, but it 

does not have to be that way.  There is no reason, for example, that the trademark office cannot also examine a mark in 

commerce.  After all, it requires evidence that the mark is either used in commerce58 (or intended to be used in the near 

term)59 before it will expend its staff resources and actually conduct an examination.  In either case, whether the mark is 

subject to a registration petition, an “opposition” proceeding with the Trademark Trial and Appeal Board, or a trademark 

infringement lawsuit in court, the core issue remains the same: are consumers likely to be confused if they confront the mark 

in the marketplace?60  Will they mistake it for another mark?61 

 If the owner of a registered trademark contests the registration of another mark, it typically does so on the grounds 

of likely confusion and files an “opposition” with the litigation branch of the trademark office:62 the Trademark Trial and 

Appeal Board.63  Litigation before the Board proceeds much like federal court litigation;64 indeed, while the Board has 

voluminously detailed procedures governing everything from motion practice to discovery,65 it also incorporates by reference 

the Federal Rules of Civil Procedure.66  As they do in federal court, the parties must conduct an initial discovery and 

settlement conference and exchange initial disclosures.67  Thereafter, they have the ability to conduct both written and oral 

discovery.68  They can file for summary judgment.69  One difference stands out: while there is a trial,70 all testimony is 

submitted on paper.71  There is no live testimony and, of course, no jury.72  The Board decides the case, and the likelihood of 

confusion issue, based on the written record.73 

 The Board does not use any particular metric or calculus in reaching its decisions.  There certainly is no proof-

shifting paradigm similar to the McDonnell Douglas method used in employment cases.  Instead, the Board consults as many 

as 13 different factors that were first articulated by its supervising court, the Federal Circuit, almost forty years ago.74  Those 

“likelihood of confusion” factors range from the similarity of the marks75 to the relative degree of care that a consumer 

exhibits in shopping for the type of product or service in question. 76 No one factor necessarily means more than another,77 

though in practice the similarity of the marks (in terms of appearance, sound, and impression) means the most.78  But the 

Board has consistently resisted any urge to refine the factors, or narrow them, or even acknowledge that balancing 13 factors 

is a hopelessly (ridiculously?) directionless calculus.79 

 Courts deciding trademark infringement cases confront the same “likelihood of confusion” issue and also employ 

multi-factor tests.  On the plus side the tests usually involve fewer than 13 factors.  The Seventh Circuit’s test in these cases 

includes seven factors.80  But balancing seven and balancing 13 factors is only a difference in number.  Without some 

decision making mechanism (which factors are the most important,81 or at least, which ones might be deal-breakers for one of 

the parties?), they provide little more guidance than the Board’s approach. 

 The real problem is not necessarily the number of factors that courts or the Board employ to determine likelihood of 

confusion, but rather their respective roles.  A party seeking registration of a mark with the trademark office may learn that its 

mark has been opposed and find itself in full-scale litigation before the Board.82  If it does, the result of the Board’s decision 

(let’s say that it denies the opposition and grants the registration) will generally not preclude the same plaintiff from filing a 

trademark infringement lawsuit in federal court.83  It will avoid both issue and claim preclusion by simply arguing that the 

defendant’s actual use of the mark in commerce departs enough from the mark it registered to require successive litigation on 

the likelihood of confusion issue.84  Similarly, a plaintiff (or opposer) may initiate an opposition before the Board, litigate a 

case through discovery, then ask the Board to suspend the case so that it can file a federal trademark infringement suit in 

federal court (thereby restarting the case and beginning discovery all over again in a different forum).85  The Board’s policy 

in that circumstance is to suspend the case so as to avoid concurrent litigation86 as, at least in theory, the district court’s 

decision holds the promise of being binding on the Board.87  But in practice, the Board may end up not deferring to the 

court’s decision after all if the court took into account a single factor (such as the actual use of the mark in commerce) that 

does not show up in its own list of thirteen.88  The result is Groundhog Day for the defendant: it may have won judgment in 

federal court only to find itself in litigation over basically the same issue all over again.  Or consider one more possibility 

(though there are many more): an opposer successfully objects to a mark’s registration, thereby ruling out the nationwide 

registration of the mark, but finds itself unable to collect any damages from a court in a trademark infringement lawsuit 

because a court has determined that, in commerce, the marks are not confusingly similar after all.89   



If damages are sought, the game is played in federal court, not the TTAB, which is powerless to award damages90 

and is basically limited to the equivalent of issuing equitable relief.91  There are no concrete timelines that operate here, 

either.92  Because a party’s use of its mark in commerce is continuing, a plaintiff can file a federal lawsuit at any time.93  Nor 

is there any need to tie a federal lawsuit to a theory pursued at the administrative or TTAB level.  (Recall that once she lands 

in court an employment plaintiff is bound by the discrimination theory she advanced with the EEOC.)94  There is no need to 

litigate at the administrative level in the first place.95 

 Against this backdrop of shadow litigation are these realities.  Unlike the EEOC in the employment law world, the 

TTAB is not a gatekeeper of any sort.  A party need not file a claim of likely confusion with the TTAB (in response to a 

proposed registration) prior to pursuing a full-blown, expensive infringement claim in federal court.96  Similarly, a party can 

in effect ping-pong back and forth between the Board and a federal court pursuing highly related, but not completely 

overlapping, claims.  A party may litigate for a time before the Board, then in federal court, then back before the Board.97  

The Board itself is not a mediator or conciliator.98  It conducts no investigation prior to setting the parties loose in litigation 

over the mark that its sister agency, the trademark office, approved for registration.  And it offers no sense of finality, 

certainly, nor can it: a party who wins registration of a mark after litigation before the Board may just as easily find itself 

sued the next day for infringement in federal court.  Finally, there are no settlement conferences,99 no hearings (typically) or 

oral arguments before the Board,100 and no court to show up to alongside an opposing counsel.101  The paper process seems to 

minimize any possible prospect of inter-party communication and dialogue.102 

 In a nutshell, if attorneys’ fees and purgatory are appealing to a party, then trademark litigation is where it wants to 

be.  An administrative level exists, but its purpose is neither to rule out some cases nor assist the parties in ending their 

disputes.103  The administrative level is armed with judges, but their orders are not binding on federal courts,104 nor are a 

court’s orders necessarily binding on them.105  A party need not pick its poison in opposing a registration and suing for 

trademark infringement.  It can do one or the other, or both, in no particular order.106  In short, trademark litigation is very 

nearly the mirror opposite of employment litigation, where deadlines, preclusion, and finality prevail, and where there is both 

a prerequisite purpose to the administrative agency (the EEOC) and a statutory framework heavily tilted toward resolving 

disputes prior to outright litigation.107  Trademark litigation does not lie in any happy medium and appears happily driven to 

excess.  If the core principle of the rules by which parties pursue litigation is the fast and efficient resolution of disputes (and 

it is),108 then trademark litigation violates the very first rule. 

 

IV. How Trademark Law Might Work Better By Borrowing From Employment Law 

 

 An immediate improvement to trademark litigation, which is one of the most expensive forms of litigation,109 is easy 

to imagine: simply change the charge of the Patent and Trademark Office (and perhaps the Trademark Trial and Appeal 

Board) from one of supervising registrations and oppositions to investigating the basis of those oppositions.  One of the 

reasons that employment litigation works is that the government role in discrimination claims is largely investigative and 

conciliatory (in other words, tilted toward preventing litigation).110  The Trademark Office’s role is strangely disassociated 

from the basis of the claims of confusion that it processes (before the Board) and the chance, because of its unique role and 

stature as an arm of the government, that it might resolve confusion claims just as easily as it presently speeds them along the 

litigation path in the form of oppositions.111   

How would the Office’s new role work?  Simple.  As it stands, once a trademark registration is published for 

opposition, Opposers from across the country have the chance to derail the path to registration,112 a delay which is both 

tremendously expensive and time-consuming.113  Once an opposition to the proposed registration has been filed, the 

Trademark Office washes its hands of the registration matter and passes the nascent litigation to the Board.114  In other words, 

all of the power lies in the hands of the opposer, who single handedly (and with little adverse consequence) can call into 

question the legitimacy of a mark that not even the trademark examiner (an attorney) who approved the mark for publication 

thought was a source of confusion.115   

A much better system would involve the Trademark Office as more than a pass-through to the litigation-supervising 

Board.  Instead, an opposition should be passed through only after it was investigated by the Office (and these same lawyer-

trademark examiners) and determined that it is supported by probable cause.  In other words, the Trademark Office would 

assume a role that the EEOC has perfected: receiving claims (or charges) of discrimination and investigating them before 

even issuing a “right to sue” to the charging party.116  Imagine the number of frivolous claims that would be wrung out of the 

system if the Trademark Office assumed this new role, and imagine the signals that it would send to all parties: namely, that 

oppositions to registration are not tactical devices to forestall the registrations of legitimate businesses, and that the purpose 

of the Office is not merely to facilitate litigation.  The purpose is to play the role of gate-keeper, too. 

In addition to the clear advantage of sending all the right signals to litigating parties, the Trademark Office has the 

added advantage of already existing.  No new administrative agency need be created in order to support the Office’s new role.  

The Office would be taking on an important new investigative and gate-keeping responsibility, but trademark lawyers and, 

indeed, legislators, would not have to propose an entirely new administrative scheme or bureaucracy.  Rather, these same 

lawyers and legislators should be demanding that the intellectual property community get more out of an agency that already 

exists, and, indeed, that is expert in the area of trademarks.  



Some complaints of infringement (or, technically, a likelihood of confusion) will wash away under the bright lights 

of the Trademark Office’s investigation.  That happens in the employment law world once the EEOC issues a ruling that it 

finds no probable cause in support of a discrimination charge.  Other trademark charges will have to be conciliated and 

settled, perhaps because they present closer cases, or there is, in fact, an investigative decision in favor of the party claiming 

confusion.  The Trademark Office should embrace this second, equally important conciliatory purpose, just as the EEOC 

does.  Settling a case at this stage of the process frees the courts to handle cases where the parties present tougher issues less 

subject to settlement, or at least cases where the parties have consciously decided (rather than had it decided for them) that 

they are willing to bear the high costs of trademark litigation.117  In all events, parties amenable to settlement are assisted in 

their efforts and given the tools and mechanism they need to avoid the uncertainty and costs associated with going to court. 

Like the new investigatory role, the conciliatory role described here would not require either inventing a new 

government agency or creating an expertise that does not already exist.  The Trademark Office, armed with trademark 

lawyer-examiners, is already expert in the field.  Certainly it would require additional resources and these same experts 

would also have to be trained in conciliation and settlement, but any chance to settle these cases should be too alluring to pass 

up.  The Office already has access to the parties once an opposition is filed, and already enjoys the stature necessary to fill the 

conciliatory role.  This is precisely the role that the EEOC plays, and in recent years courts (both district and appellate) have 

gone beyond mandatory case management or settlement conferences to formalize dispute resolution processes.118  They have 

left the trademark bar behind, an incredible lost opportunity given the existence, size, and access to the parties already 

enjoyed by the Trademark Office. 

Leaving aside the new investigatory and conciliatory role for the Trademark Office, trademark law could borrow 

from employment law and improve in three important ways: (1) by eliminating forum shopping, or the bouncing that parties 

can do between the Board and federal courts;119 (2) by adopting a simplified proof method that resembles the McDonnell-

Douglas method120 and installs consistency and predictability in trademark cases; and (3) by distinguishing between 

intentional and unintentional infringement cases, just as Congress has distinguished between intentional and unintentional 

discrimination cases and provided very different remedies for each.121 

As it stands, a party can actually invoke the processes of the Trademark Trial and Appeal Board and set sail down 

the litigation path, only to drop anchor and decide that it would rather pursue its infringement claims in federal court.122  

When it does so late in the litigation game, such as after the close of discovery, it amounts to an expensive abuse of process.  

(Why the Board tolerates such forum-shifting is a mystery.)  Consider the reasons why a party may want to leave its Board 

litigation behind and start all over again by filing a federal trademark infringement lawsuit.  It may have concluded that the 

Board cannot provide it with the kind of remedy (money damages) it seeks.123  It may have concluded that it has a better 

chance of proving infringement based on the defendant’s actual use of its mark in commerce versus the manner in which the 

defendant has presented it on paper for registration.124  Or it may have concluded that the administrative litigation is not 

going particularly well and it would like a do-over, which includes a fresh round of discovery and perhaps another chance to 

include expert testimony.  The first two reasons cannot justify forum shifting.  They are circumstances to take into account 

prior to selecting a forum, not after having done so and having litigated the matter for a time.  In other words, they should 

inform the choice of forum in the first place.  The third prospect should be reason enough to rule out the forum shifting 

practice in its entirety: it’s the kind of gamesmanship and scorched earth litigiousness that causes these cases to be so 

expensive and that causes cynicism in the public’s assessment of the work litigators do.125 

The solution is simple.  Once the Trademark Office has completed its investigatory and conciliatory work, the 

plaintiff should be faced with an election.  It may choose to litigate its claim of infringement with the Board, which may well 

offer a speedier and somewhat simplified process in part because trials are conducted on paper, not in person, or it can file its 

claim in federal court.  As it stands, both fora presently decide the same likelihood of confusion issue, though the Board does 

not consider actual usage of the offending party’s mark.  Nothing needs to change on that score.  If a plaintiff elects to litigate 

before the Board, the issue of confusion will be confined to the parties’ marks as presented in registration materials.  If a 

plaintiff elects to proceed in court, then it must also ask the court to decide the registration issue.  In other words, a plaintiff 

stays where it started the case.  What would be ruled out?  A tactic in which a party could start litigating before the Board, 

place that litigation “on hold” at a time of its choosing, then litigate basically the same issue in federal court, only to return to 

its administrative case to continue the madness of successive, highly related litigation.  That is exactly what it can do now, 

but it should not be able to. 

But there is more to fix.  Even if a party is constrained to litigate a typical trademark matter in a single forum (the 

administrative realm or federal court), it can expect a mess once it lands there.  There is simply no set legal standard that is 

applied in trademark cases.  The core issue common to most cases is relatively simple: is one mark likely to cause confusion 

in the marketplace when compared to another mark?  The question is simple, as it is in many legal cases no matter what area, 

but there is no consensus or even near-consensus as to how to answer the question.  Most courts, and for that matter the 

Board, resort to the application of a long list of “factors” that ostensibly help it to provide an answer.126  The Board’s list of 

factors numbers 13, with a catch-all: namely, that other factors may also be considered.127  Applying that many factors in a 

legal matter in the hopes of finding a single answer (does a mark infringe?) is exactly what it sounds like: it would be easier 

to reach consensus as to what good art is.128  Are some factors more important than others?  Yes, but then again not really.  Is 

it a numbers game in that more factors tilting in favor of one party leads to victory?  No.  Are all of the factors relevant in 



every case?  No again.129  Hopefully the point is made: a bucket full of factors yields an unpredictable, nearly random legal 

landscape that does a disservice to cases with important issues at stake and clients paying a lot of money to resolve them. 

 While courts tend to do a little better than the Board and apply fewer than 14 factors,130 the landscape is not much 

more defined.  The United States Court of Appeals for the Seventh Circuit, for example, does a reasonable job by applying 

“only” seven factors: (1) similarity of marks; (2) actual confusion; (3) intent; (4) concurrent markets; (5) sophistication or 

care of customers; (6) strength of the plaintiff’s mark; and (7) similarity of products.131  It has even helped litigants and, in 

particular, district courts by signaling to them that the first three of these factors are the most important.132  But for all the 

good it does by keeping the list of factors to at least the single digits (though balancing seven factors is still unwieldy), it 

muddies things considerably by assuring everyone that “courts may assign varying weights to each of the factors depending 

on the facts presented.”133  Good grief.  In other words, a trial court should feel free to put the factors in any order and 

establish its own legal framework as it sees fit.  Try litigating with that standard in mind.134 

 Compare the legal landscape in trademark cases with the relative clarity that awaits litigants in employment cases.  

While the prima facie case in employment discrimination cases is somewhat adaptable to the case at hand, its four elements 

are nearly standard across all cases.135  In other words, the legal standard is both approachable to the parties in advance and 

by now well understood.  Even the three-part burden-shifting paradigm is routine.136  The prima facie case, once established 

by a plaintiff, must be answered by the employer, and that answer must in turn be seriously called into question before the 

plaintiff gets to trial.137  If employment cases were litigated like trademark cases, both parties would submit evidence on all 

sorts of things at the same time, ranging from how the employer treated similarly situated employees to why it fired the 

plaintiff, with neither an order to the presentation nor any sense of what matters most.  In fact, each part of the McDonnell 

Douglas method acts as a gatekeeper to a federal court.  If a plaintiff cannot establish a prima facie case (step one), then there 

is no need for an employer-defendant to even articulate its reason for its challenged decision.138  And if the plaintiff cannot 

call into question the truthfulness of that reason, then there can be no trial.139  So the course each party must travel is well-

laid, though admittedly the plaintiff has more to do to get through it. 

 Trademark law needs a similar burden-shifting method to be used in litigating likelihood of confusion cases.  It 

might work like this.  Rather than litigate over seven or even 13 factors in a simultaneous, directionless manner, a plaintiff 

alleging trademark infringement would need to establish four things, the equivalent of a prima facie case: (1) that the marks 

are, in fact, similar; (2) that the plaintiff’s mark is strong; (3) that customers exercise little care prior to purchasing products 

in the industry; and (4) that the products themselves are similar.  Establishing all four factors would trigger a responsibility 

on the defendant’s part to proffer that it is not aware of many instances in which customers have actually confused the two 

parties’ marks.  That may sound like a low hurdle, but so is the burden on an employer in step two under McDonnell Douglas 

(it is met simply by articulating a non-discriminatory reason for its decision).  If there are no or few instances of actual 

confusion, then the burden would shift back to the plaintiff alleging infringement to establish a triable issue concerning a 

likelihood of confusion.  It might do so in multiple ways: by showing intent on the defendant’s part to infringe, or greatly 

overlapping markets, or perhaps survey evidence strongly suggesting that customers are poised to start confusing the marks 

once they confront them in the actual marketplace.  An intent to infringe is not the same thing as actual infringement, but at 

step three it should be enough to get the plaintiff to trial on the matter.  As to overlapping markets: if the parties’ marks are 

similar and across the street from one another,140 the case is likely not suited for summary judgment.  Survey evidence is 

routine in these cases in the first place,141 so there can be no argument that the plaintiff has not yet been given the opportunity 

to simulate confusion where none is yet apparent. 

 Damages in trademark cases are as undisciplined as the likelihood of confusion factors that courts juggle to 

determine infringement.  While statutory damages are considered equitable in this case,142 they include money: a prevailing 

plaintiff (and a prevailing defendant in limited circumstances) can claim its lost profits and the disgorged profits of the 

infringing party,143 compensatory but not punitive damages,144 and, typically in cases of intentional infringement or willful 

ignorance, treble damages.145  All of this on top of attorneys’ fees,146 which can easily exceed seven figures in a major 

case.147  Compare these damages to those a prevailing party in an employment discrimination case can expect to receive: 

compensatory and punitive damages (not trebled) up to a statutory cap of $300,000,148 and only in cases where the plaintiff 

has brought a case of intentional discrimination.149  In cases lacking intent (disparate impact claims), the plaintiff gets none of 

these monetary damages and can only receive equitable relief from a judge (juries do not decide disparate impact cases).150 

 Ruling out money damages in unintentional discrimination cases makes sense.  If a plaintiff prevails, it means she 

can trace a difference in treatment and injury to an employer policy but not an employer’s animus151 (a weight-lifting or 

height requirement are classic examples of potential sex discrimination).152  While it might make sense to compensate the 

plaintiff in a case like this for lost wages,153 it makes no sense to award money damages against an employer that did not set 

out to break the law.  Substitute an infringing party for this employer and the same arguments hold.  A company that adopts a 

confusingly similar mark, but does so unintentionally, is in the same position as the employer that adopts a facially neutral 

policy that ends up discriminating nonetheless.  Without intent, there is no reason to punish the defendant with compensatory 

money damages.154  Perhaps the only money damages that should be awarded in a case of unintentional infringement are lost 

profits that are directly attributable to the defendant’s infringement.  Their close cousin in the world of employment law: back 

pay for the prevailing plaintiff.155 



 The great disparity between available damages in employment cases and trademark cases – both set by Congress – 

makes sense only if the harms associated with trademark infringement justify the difference.  To be sure, trademarks serve 

important purposes.  Protecting them helps reduce consumer search costs,156 which could not be accomplished if businesses 

operated in a Wild West of lawless competition rooted in counterfeit and infringement.  And once a brand is established and 

identifiable – which takes time and money – it makes sense to protect it from free riders and fly-by-night companies out to 

make a quick buck.157  But unintentional infringement lacks these ignoble pursuits.  Indeed, this form of infringement lacks 

motive, period.  And while the injury or damage nevertheless remains, it also remains in the case of unintentional 

discrimination, and employees and employment markets need confidence, too: they need to know that workplaces are free of 

unlawful stereotypes or discriminatory work rules.  If anything, given the history of discrimination in employment markets, 

the argument for awarding money damages in all cases (with or without intent) appears stronger in employment law than in 

trademark cases. 

 

 V. What Trademark Law Can Teach Employment Law 

 

 Nothing’s perfect, including employment litigation, and there are at least three areas where trademark litigation 

could teach a thing or two to the employment bar.  First, the formal manner in which the TTAB approaches inter partes 

litigation provides both structure and order so that the parties can litigate.158  Parties start the case with a discovery 

conference just as they do in federal court.159  They meet and confer over disputes,160 file motions,161 and pursue summary 

judgment just as they do in the federal system.162  The Board’s docket is publicly available,163 just as it is on PACER.164  And 

if the parties finish what they start before the Board, and actually litigate a case to its conclusion, there may well be little 

reason for them to litigate in federal court.165  While the EEOC does little to nothing in terms of finding facts and deciding 

cases on the merits,166 that is exactly what the Board does.167  More work done at the administrative level may well lead to a 

final outcome that both parties accept as just that: final. 

 Second, experts are more common and welcome in trademark cases168 but are not regularly used in employment 

cases.169  They could be used more with success.  In a trademark case, a party may hire an expert to conduct a consumer 

survey testing the likelihood of confusion between marks170 or even an expert in linguistics to help the court understand the 

meaning and likely commercial impression of words.171  Words matter in employment cases, too.  In fact, expressions such as 

“hard to teach an old dog new tricks” have been interpreted by some courts as strong evidence of age discrimination.172  But 

these courts have no expertise in language, idioms, or the etymology of English expressions.  Under the right circumstances, 

an expert may help a court understand what these expressions mean or, at the very least, might make them cautious before it 

quickly concludes that it can determine the meaning on its own. 

 Third, the Trademark Office is smart to staff itself with attorneys.  The Examiner, who is the first person to review a 

trademark applicant’s specimen for national registration,173 is a lawyer who specializes in trademark law and evaluates the 

proposed mark within the existing legal framework.  In other words, the examining attorney knows not only the facts 

surrounding the trademark application, but what the Board and courts are looking for in these cases.  Imagine if the EEOC 

investigator assigned to a discrimination charge were an employment lawyer who understood what cases are likely headed for 

summary judgment.  The investigator could save everyone a lot of time – and money – by persuading the charging party that 

she is unlikely to win, and that advice might be respected by her attorney, too.  As it stands, the reality is that defendants’ 

attorneys generally look at the EEOC’s investigative phase as something of little consequence to endure.  And plaintiff’s 

attorneys certainly don’t see the process as providing a realistic assessment of their chances in court. 

  

 VI. Why Lawyers Should Fight Against Excessive Specialization  

 

 In many ways, what lies at the heart of this paper, and its approach, is foreign to the modern day lawyer.  General 

practitioners still exist, but not at the largest firms with the most important clients, and even lawyers with larger practice areas 

would generally not include both trademark and employment litigation in their listed practice areas.  We are taught to 

specialize, or we are taught by specialists, and both circumstances provide little room for a lawyer to seek or see connections 

across disciplines or even across the room.  It’s an odd result, really, when placed in the context of what brought many of 

these lawyers to the profession in the first instance: strong writing skills that are typically tied to being a well-read individual, 

qualitative majors like English that tend to reward creativity and non-linear thinking, and liberal arts backgrounds.  

Something happens in law school that stifles, and what’s started there is completed by the experience in the firm.   

 But the most successful individuals in other industries tell us we are missing a great deal as we wear these blinders.  

Consider the experience of Steve Jobs, one of the founders of Apple, relayed by him at a commencement address at Stanford 

University.  Jobs spoke about dropping out of Reed College as an undergraduate student, only to drop into the classes that 

interested him: 

 Reed College at that time offered perhaps the best calligraphy instruction in the country.  Throughout the campus 

every poster, every label on every drawer, was beautifully hand calligraphed.  Because I had dropped out and didn’t 

have to take the normal classes, I decided to take a calligraphy class to learn how to do this.  I learned about serif 

and sans serif typefaces, about varying the amount of space between different letter combinations, about what makes 



great typography great.  It was beautiful, historical, artistically subtle in a way that science can’t capture, and I found 

it fascinating.   

 

 None of this had even a hope of any practical application in my life.  But ten years later, when we were designing 

the first Macintosh computer, it all came back to me.  And we designed it all into the Mac.  It was the first computer 

with beautiful typography.  If I had never dropped in on that single course in college, the Mac would have never had 

multiple typefaces or proportionally spaced fonts. . . . Of course, it was impossible to connect the dots looking 

forward when I was in college.  But it was very, very clear looking backwards ten years later.174 

 When Jobs died, his Stanford speech was cited for the way he thought about life and prepared for death.175  But it’s 

also an eloquent demonstration of what can happen to the human imagination and intellect if we allow ourselves to solve one 

problem by borrowing what we have undoubtedly learned and perhaps stored from other life experiences. 

 Judges know how to do this better than lawyers do.  Of course, they are not allowed to specialize: the typical federal 

appeals court judge may be faced with writing an opinion in a criminal appeal one day but a civil rights or trademark case the 

next.  Judges Posner and Easterbrook are two judges known for making references to other areas of law.176  One example that 

relates here: the use of surveys is pretty standard in trademark infringement cases, Judge Easterbrook points out, so why not 

in products liability cases?177  A jury of six is probably too small to make the call as to whether marks are likely to be 

confusing in the marketplace, and they are certainly not a reliable proxy for what stands as a reasonable “consumer’s 

expectations” when handling a product.178  That’s where surveys come in.  But it’s simply not in the DNA of most lawyers to 

argue about the need for survey evidence in one area of law by referencing its use in another.  

  The solution to excessive specialization may be at the law school level, where law students could be taught that the 

same liberal arts background and thinking that brought many of them to these schools in the first place can save them from a 

stifling career of compartmentalization.  Some graduate schools in business have capstone courses that come toward the end 

of a student’s curriculum.  The courses force students to put their classroom experiences together in an effort to think multi-

dimensionally.179  The students are then more likely to come up with richer solutions to problems in the real world.  (Think of 

a human resources manager who uses his knowledge of information systems to improve his evaluations of employees and 

perhaps establish performance-based incentives.)  But law schools tend not to weave their courses together at the end, which 

means lawyers have no practice doing it and no personal experience that it can be a helpful exercise. 

 As it is, without any institutionalized effort to make lawyers less myopic, attorneys might make their own efforts in 

order to improve their practice and their workmanship.  Lawyers in large firms might suggest associating or apprenticing on a 

case outside of their practice area.  Those in small firms might find joining unfamiliar practice groups in bar associations can 

do the trick.  Those lawyers who make these efforts are the ones who can speak to clients – as well as to judges and juries – 

in words and with references that suggest knowledge and not narrowness. 

 

 VII. Conclusion 

 

 The law is simply too specialized.  In fact, it may be one of the most specialized professions.  Lawyers at the highest 

levels rarely practice in more than one area.  Most trademark lawyers could not march through the McDonnell-Douglas 

indirect method if their life depended on it; similarly, employment lawyers would hardly consider intellectual property to be a 

close cousin.  But what would happen if we, as lawyers, started to borrow from various areas of law in order to improve the 

one in which we spend most of our time?  What would happen if we thought of ourselves first and foremost as attorneys 

rather than employment- or IP-lawyers?  We could still specialize, but we would no longer miss out on improvements that are 

waiting us for us if we seek them out. 

 The purpose of this paper has been to point to the kinds of connections and improvements that are possible.  In one 

sense employment law and trademark litigation have little in common.  Different governmental agencies supervise these 

areas and lawyers need vastly different training to practice in them.  But these are not foreign languages.  They are laws, 

written in English, and in the case of trademarks, they present striking opportunities for improvement.  Jettisoning an 

unworkable multi-factor likelihood of confusion test and overhauling the role of the TTAB are two prime paths to 

improvement.180 

 If trademark law can borrow from employment law and improve, there are undoubtedly other combinations that 

could lead to a simpler, and more elegant legal landscape.  The question is: what are they and how quickly can we discover 

them?  
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