
COPYRIGHT INFRINGEMENT:  INDIRECT LIABILITY, GROKSTER AND ITS EFFECT 
 

by 
 

Deborah J. Kemp* 
 
 
 
I. Introduction 
 
 Music and video media lovers widely use copying services offered on the internet to download and otherwise copy 
songs and movies.  Those who engage in the practice are often committing copyright infringement.  Pursuing suits against 
each individual copier is too expensive.  So the entertainment industry has pursued the internet service providers (ISPs) for 
enabling the copiers to illegally copy works.  The claims against the ISPs are based on forms of indirect copyright liability 
that have been judicially created and recognized.  They are not codified in the copyright statute. Indirect copyright liability is 
holding a defendant liable for another's wrongful copying. 
 Last year the Supreme Court decided Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd. (Grokster),1 its third 
copyright decision dealing with indirect liability for others’ wrongful copying.  Each decision has modified the doctrines 
addressing indirect copyright liability.  The first decision is Kalem Co. v. Harper Brothers (Kalem),2 where in 1911 the Court 
recognized indirect liability for one who invoked infringing use of a copyrighted work through advertising.3  The second 
decision is Sony Corp. of America v. Universal City Studios, Inc. (Sony),4 where in 1984 the Court confirmed applicability of  
indirect liability in forms called contributory infringement and vicarious liability.  Then the Court adopted patent law’s 
“staple article of commerce” doctrine to deny liability for contributory and vicarious infringement if the product is capable of 
substantially noninfringing uses.  The third case is Grokster where in 2005 the Court adopted patent law’s inducement theory 
to impose liability on marketers of peer-to-peer (P2P) file sharing software. 
 This article examines the Supreme Court's decision in Grokster.  The opinion was unanimous, but two other concurring 
opinions were submitted by six justices, three on each side.  The article reviews lower courts' uses of the case during the year 
after which the decision was rendered.  The lower courts have not necessarily used Grokster for its actual holding in 
copyright cases.  The case has much value, however, for scholars debating the wisdom and parameters of copyright or for 
exploring the newer technologies that strain the seams of the copyright fabric.5

 First, this article explains copyright infringement and P2P file sharing.  Second, it summarizes the history of indirect 
copyright liability.  Third, it examines the three opinions in Grokster.  Fourth, it summarizes the cases that have applied the 
decision. 
 
II. Copyright Infringement and P2P File Sharing 
 
 Copyright gives the owner of an original work of authorship an exclusive right  to make and market copies of its work.6  
Copyright's goal is to promote creation and dissemination of original works.7  It is believed that enabling an owner of a work 
to reap a financial reward from marketing copies of the work will promote the progress of science and useful arts.  Recently 
the courts have sought to achieve a balance between promoting technological progress through innovative internet services 
and thwarting creative activity through failure to adequately protect the exclusive right to make and market copies of the 
work.8  Courts do not always agree on where to draw the line.  That has happened with P2P file sharing systems.  The courts 
have considered the balance between the competing interests inherent in copyright.  On one side is the right of the owner to 
exclude others from access to the work unless payment is made for access.  On the other side is the interest of society in 
having access to intellectual property for the public good. 
 One who copies a copyrighted work is liable for copyright infringement.  There are exceptions to this rule, so the 
copyright owner's right is not as exclusive as it appears.  Copyright is protected by federal statute.  Courts interpret statutes.  
Courts apply common law concepts to statutory law problems and have done so in copyright law. 
 Courts now hold some defendants liable for copyright infringement even though the defendant did not illegally copy the 
copyrighted work.  Those who enable others to infringe copyright may be liable on the basis of two indirect liability doctrines 
that were recently summarized by the Supreme Court in Grokster.  Indirect liability for copyright infringement is now 
recognized in two forms:  contributory copyright infringement and vicarious liability for copyright infringement.  This article 
refers to them as contributory and vicarious infringement.  They overlap in applicability.  Both theories require that the 
technology enable an underlying act of direct infringement.  Contributory liability attaches when the defendant also knows of 
the infringement and materially contributes to it.  Vicarious liability requires that the defendant must directly financially 
benefit from the infringement and have the right and ability to control the infringer’s actions.9  The factors for each form will 
be examined in the next section. 
_____________ 
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 Copyright was created in reaction to a technological invention that made copying another's original work of authorship 
easy.  That first invention was the printing press.  Since that time there have been numerous new technologies that have 
enabled copiers to more easily infringe the copyright of the owner of the work.  A recent technology is internet services that 
provide programs that enable internet users to download and copy works of authorship.  Copying is commonly performed on 
musical and video works. 
 The entertainment industry10 has pursued suits against individuals for direct copying.11  It is felt that the illegal copying 
is on such a large scale that individual suits against each copier are too burdensome for the copyright owner.  So the industry 
has sued the providers of the copying services for their role in inducing or enabling the individual copying. 
 Since P2P file sharing is a new technology, its possible socially beneficial uses are barely being realized.12  It is agreed 
that P2P file sharing technology holds much promise for facilitation of communication for far more than music and movie 
copying.  The music and movie industries would like to have the ISP services prohibited.  Those who see future 
noninfringing uses of the services would like to have the opportunity for innovative growth.  It is not good policy to hinder or 
prevent technology that is going to be widely used throughout the world, possibly for noninfringing uses. 
 
III. History of Indirect Copyright Liability 
 
 A Justice Holmes opinion from 1911, Kalem,13 is the Supreme Court's first imposition of copyright liability for 
contributing to another's actual infringement.  In that case Kalem Company made a motion picture based on the book BEN 
HUR.  At that time, the author had the exclusive right to dramatize a book.  But Kalem argued that he did not display the 
images, that he simply sold the movie to jobbers who did the actual playing of the movie.  Foreshadowing the problem in 
Sony over 70 years later, Justice Holmes said, "In some cases where an ordinary article of commerce is sold nice questions 
may arise as to the point at which the seller becomes an accomplice in a subsequent illegal use by the buyer."14  Then he 
pronounced the language that formed the basis for the Grokster holding regarding invoking infringement, particularly by 
advertising.  "The defendant not only expected but invoked by advertisement...."15  Finally, Justice Holmes applied common 
law principles of liability for contributing to an illegal act.16  He used the word "contribute" as a verb, not as an adjective as it 
is being used by courts today.  In other words, it was not a doctrine in 1911, but it is now. 
 In 1984 the Supreme Court considered indirect liability for copyright infringement fof the manufacturer of the video 
cassette recorder, Sony.  The defendant argued that it did not directly copy, that it did not control what others did with the 
device, that even if there was indirect liability for enabling others to copy, the copying that was done was primarily fair use.  
Sony lost on the first two arguments, but prevailed on the fair use defense.  The Supreme Court in Sony17 studied cases that 
had built law on the Kalem foundation of indirect liability for copyright infringement.  The Court acknowledged the doctrine 
of contributory infringement.18  It said  the claimant would have to prove direct infringement and that defendant should be 
held responsible for that direct infringement.  Note that the decision was close, a 5-4 decision.   Ultimately the majority found 
that much of the copying was not infringing, but was fair use.  It found an overriding public interest in access to the article of 
commerce.19  For years Sony was the guidepost for any decision on fair use.  Nevertheless, the Court reaffirmed its 
acceptance of common law doctrines of indirect liability for copyright infringement.  Its summary of the lower court 
decisions was adoptive and not critical.  It embraced the law that had developed between the 1911 Kalem decision and the 
1984 Sony decision.  Subsequent lower court decisions considering Sony concentrated far more on development of the fair 
use doctrine than on the indirect liability doctrines identified by the Supreme Court.  The indirect liability issues languished 
until the arrival of the internet and its wonderful ability to foster massive copying. 
 Three internet file sharing cases led to the Supreme Court's decision to review the Ninth Circuit's opinion in Grokster.  
They are Napster, Aimster, and the Ninth Circuit's opinion in Grokster.  All three cases interpreted the doctrines refined in 
the aftermath of  Sony:  contributory copyright infringement, vicarious copyright infringement, and the staple article of 
commerce doctrine. The courts that have applied Sony to cases involving technology that enables direct copyright 
infringement have become sophisticated in their understanding and articulation of the theories of indirect liability. 
 First, in 2001 the Ninth Circuit found Napster liable for contributory and vicarious forms of copyright infringement.  
The ISP maintained a central server that connected providers and copiers of musical works..  It enabled individuals to 
download music files that the Napster server maintained access to.  Both forms of indirect copyright infringement require that 
the technology enable an underlying act of direct infringement.  Contributory liability attaches when the defendant also 
knows of the infringement and materially contributes to it.  Note three requirements: direct infringement, knowledge of the 
direct infringement, and materially contributing to the direct infringement.  Vicarious liability results when the defendant 
directly financially benefits from the infringement.  It must also have the right and ability to control the infringers’ actions.20  
Again, note three requirements: direct infringement, financial benefit from the direct infringement, and ability to control the 
direct infringer's actions. 
 Napster users committed copyright infringement by downloading copyrighted music.  Napster knew about and could 
track the copying.  It presumably had actual knowledge of specific infringing uses.  Napster actively participated in illegal 
music copying by operating a central server that received requests, found owners of the requested music, and transferred the 
music to the requester.  Therefore it was liable for contributory copyright infringement.21  Napster was also liable for 



vicarious infringement even though the service was free!22  It did have the capability to control the the direct infringers' 
actions, although it did not actively do so. 
 Technology was quickly developed to eliminate the central server that was the cause of Napster’s liability.  After 
Napster was stopped from its activity, numerous other ISPs developed technology that enabled music copiers to download 
music files.  The newer systems used two main strategies.  The first was locating overseas where it was hoped the U.S. courts 
could not have jurisdiction.  The second was eliminating the use of a central server that received requests and found links to 
providers.23  The use of the central server was found to be the main factor in Napster’s liability, it being actively engaged in 
encouraging others to illegally copy.  Grokster eliminated the central server and thought it would be immune from liability.  
Its logic worked in the Ninth Circuit, since that court found it immune from liability. 
 Second, in 2003, the Seventh Circuit in Aimster differed from the Ninth Circuit's interpretation of Sony when it 
considered a similar factual situation to Napster.24  It also involved a P2P file sharing system primarily used for 
infringing copying of music and movies.  First, the Seventh Circuit said Sony's doctrine protecting makers of 
instruments that enable copyright infringement if the instrument is capable of substantial noninfringing uses meant 
more actual use than the Ninth Circuit had been requiring.  The Ninth Circuit had interpreted the "capable of 
substantial noninfringing uses" language to mean capable, but not necessarily actually used for much noninfringing 
use.  The Seventh Circuit said Sony would require more actual noninfringing use.25  In other words, the Seventh 
Circuit thought the Ninth Circuit had misinterpreted Sony.  Second, the court pointed out the difference in a machine 
versus a service.  Sony provided a machine through sales.  It had no control over the use of the machine once sold.26  
Internet providers sell a service and do have an ability to control the uses of the service through monitoring and 
maintenance.  Third, the court thought that there was no need for the P2P file sharing provider to actually know of 
specific infringing uses to be liable for contributory copyright infringement.27  In comparison, the Ninth Circuit had 
implied that actual knowledge would be a prerequisite of contributory copyright infringement liability.  Indeed that 
was the basis for the Ninth Circuit's decision in Grokster, where it found that Grokster was not liable for 
contributory or vicarious infringement because it had no actual knowledge of specific infringing uses of the 
program.28

 The third case was the Ninth Circuit's Grokster decision that found the company's file sharing methods and 
P2P network were not contributorily or vicariously infringing, although the network users probably were engaging 
in direct copyright infringement.29  The court said that the service had no actual knowledge of infringement by the 
users, which it said is a requirement of indirect liability.30  Grokster was not contributorily liable.  There was direct 
infringement, it might have materially contributed to the direct infringement, but it lacked actual knowledge of the 
direct infringement.  Grokster was not vicariously liable.31  There was direct infringement and it financially 
benefitted from the direct infringement, but it lacked the ability to control the direct infringement. 
 The stage was set for the Supreme Court to review the law since two circuits were in conflict over the law on 
indirect liability for copyright infringement.  
 
IV. The Supreme Court's Grokster Opinions 
 
 The Supreme Court actually published three opinions.  The first opinion was unanimous.  It chose to vacate the Ninth 
Circuit's opinion and remand Grokster to the lower court.32  The second opinion was authored by Justice Ginsburg and joined 
by two other justices.  The third opinion was authored by Justice Breyer and joined by two other justices.  The second and 
third opinions disagreed with one another.  Although not previously mentioned, Streamcast was a second defendant.  While 
its P2P service was a little different than Grokster's, the Supreme Court came to the same conclusion for both. 
 
A. Unanimous Opinion 
 
 The unanimous opinion cited evidence that placed Grokster and StreamCast closer to Napster than what the lower 
courts did.  The lower courts had found the intent of the network operators was irrelevant if there was not actual participation 
in the illegal copying activity.  In Napster it was clear that the operator actively participated in helping users illegally 
download music and video files.  Grokster and StreamCast did not use servers to intercept search requests, nor did the users' 
communications enter a central server.  Nevertheless, the Court was bothered by the fact that StreamCast targeted Napster 
users, enticing them to engage in their illegal copying through StreamCast.  The program was even named “OpenNap.”33  
The Supreme Court’s concern over the marketer of the service that enables infringement is similar to Judge Posner’s opinion 
in Aimster.  Rather than disagree with the Ninth Circuit’s interpretations of Sony’s theories of indirect liability for copyright 
infringement, the Supreme Court overlaid the indirect liability quagmire with a new inquiry based on patent’s inducement 
theory. 
 The Supreme Court acknowledged its obligation to balance the competing interests inherent in copyright: the public 
interest in the free flow of information against the private interest in an exclusive right to own and control distribution of 
one's intellectual property.  To that end the Court identified four advantages to P2P networks:  1. no need for a central 
computer server, 2. high-bandwidth communications are not necessary, 3. requests can be filled quickly from a variety of 



connected computers, and 4. fewer crashes in systems occur.34  The Court identified two disadvantages: that it is difficult to 
control 1. the content of files available and 2. the behavior of users.35  The Court also acknowledged that P2P networks have 
lawful uses by universities, government agencies, corporations, and libraries.36  
 The Court reviewed the district court and Ninth Circuit opinions and interpretations of Sony.37  It reiterated Sony’s 
recognition of contributory infringement and vicarious infringement even though the Copyright Act does not expressly 
provide a cause of action for those activities.38  The Court acknowledged that MGM argued those two theories and lost in the 
lower courts.  The Court declined to review the merits of the two theories of copyright liability.  It chose instead to 
incorporate the inducement theory into copyright law.39  But the Court did look at Sony, because it is the most recent time the 
Supreme Court has addressed indirect liability40 in copyright law.  It also admitted that MGM, the party the Court wished to 
benefit, had based its claim against Grokster on the Sony opinion and adoption of sindirect liability theories into the copyright 
law.41

 The Court continued from Sony, which had said that if the defendant had knowledge of infringing uses of the 
technology, then it could be held indirectly liable.  The Court added that even without actual knowledge of specific acts of 
infringement, a defendant could be liable for indirect infringement if it actively induced infringement.  “Thus, where 
evidence goes beyond a product’s characteristics or the knowledge that it may be put to infringing uses, and shows statements 
or actions directed to promoting infringement, Sony’s staple-article rule will not preclude liability.”42  The Court found three 
facts that caused it concern about inducing others to copy.  First, the defendants publicly stated that the objective of using the 
programs was to copy copyrighted works.  Second, the defendants did not develop safeguards or deterrents to deter infringing 
activity.  Third, the defendants profited from the activity by selling advertising.43

But when one reviews the facts and findings in the trial court in Sony, as Justice Breyer did, it is difficult to 
distinguish between the inducement done by Sony in its advertising of the Betamax and its training of sales personnel to 
demonstrate how to copy and store copies of television programs and televised movies, and the inducement done by the 
defendants in Grokster.  Clearly, the lower courts will continue to grapple with finding the appropriate balance between the 
competing interests in copyright as technology continues to change at breakneck speeds. 
 There actually is a distinction between Sony and Grokster in regards to the item that was being distributed.  Sony’s VCR 
is a machine that Sony sold and did not continue to participate in.  Grokster’s program is an intangible copyrighted 
(presumably) software program that Grokster continually participated in running and reaping financial benefits from.  It did 
this through advertising.  It continued to interact with its users.  Sony did not do that.  The Court did not identify this 
distinction, but it may have been in the minds of the justices as they perceived Grokster as being more actively engaged in 
promoting infringing uses of its product than was Sony.  The Court did, however, write, “Although Sony’s advertisements 
urged consumers to buy the VCR to ‘record favorite shows’ or ‘build a library’ of recorded programs, neither of these uses 
was necessarily infringing….”44  Those are the same type of copying that Grokster was enabling its users to do.  Why is 
recording a TV show and saving it a fair use and not illegal, when recording a song and saving it is infringing use?  This is an 
issue to be in a later writing. 
 Sony could have been held liable on an inducement theory also, but the Court was predisposed to allow the technology.  
Now the Court is tired of allowing infringing technology.  This was a problem with copy machines, even with printing 
presses.  So we are back to the original copyright problem of stopping a technology simply because it is used to infringe 
copyright.  We know Grokster is capable of substantially noninfringing uses. 
 
B. Justice Ginsburg’s Concurring Opinion 
 
 Justice Ginsburg was joined by the Chief Justice and Justice Kennedy.  She believed the Ninth Circuit misunderstood 
and misapplied Sony.  She said that at least summary judgment for Grokster was inappropriate.  She found there were issues 
of fact for possibly engaging in active inducement of copyright and for contributory infringement based on the distribution of 
the software products.45  The two categories overlap, but “they capture different culpable behavior.”46

 Justice Ginsburg reviewed the Sony Court’s reasoning and its findings based on the evidence.  Her summary of the case 
is accurate.  She then explained that the Ninth Circuit erred three years ago in Napster,47 when the Ninth Circuit held that “if 
substantial noninfringing use was shown, the copyright owner would be required to show that the defendant had reasonable 
knowledge of specific infringing files.”48  Reading between the lines, it appears that Justice Ginsburg disagrees with the 
Ninth Circuit’s application of the standard in Sony that the “product need only be capable of substantial noninfringing 
uses.”49  

The problem with her explanation is that it complains about the evidence the Ninth Circuit relied on in Grokster to 
show that it met Sony’s standard.  She did not compare the actual facts and evidence before the Court in Sony with the actual 
facts and evidence before the Ninth Circuit in Grokster.  This was, however, done by Justice Breyer in his concurring opinion 
that disagreed with Justice Ginsburg’s concurring opinion.  So we have one unanimous opinion and two concurring opinions 
that concur with the unanimous opinion, but disagree with one another.  This will prove difficult for the lower courts who 
must revisit the case on remand.  Justice Ginsburg did indeed spend pages reviewing the evidence relied on by the Ninth 
Circuit in Grokster.  She was persuaded that when the primary use is infringing, the court should not grant summary 
judgment.  She does not mention that in Sony the primary use of the VCR was certainly infringing also.  She referred to the 



issue over which she disagreed with the Ninth Circuit as “Sony’s product distribution holding.”50  She suggested that the 
Ninth Circuit should revisit it if it does not find liability on the inducement theory.51  The lower courts might find Grokster 
liable under the inducement theory and not try to second guess what the Supreme Court thinks Sony means. 

 
C. Justice Breyer’s Concurring Opinion 

 
 Of course the technology should not be stopped.  Justice Breyer seemed to think so too.  He agreed with the Court that a 
“distributor of a dual-use technology may be liable for the infringing activities of third parties where he or she actively seeks 
to advance the infringement.”52  He also agreed "that, in light of our holding today, we need not now 'revisit' Sony…." 53

Having said this, he indicated that the lower courts did correctly interpret and apply Sony.54  So why did he feel the 
need to support and delve so deeply into the facts in Sony?  He believed Justice Ginsburg indicated that the lower courts 
misinterpreted Sony. She did indeed strongly indicate that Sony has been misread.  So Justice Breyer reviewed Sony in its 
factual details, just to show that by comparison, if anything, Grokster looks better than Sony did in the VCR uses.  Consider 
that a VCR is only good for copying and playing videocassettes.  Grokster’s P2P file sharing is capable of more that simply 
copying.  It is a communication device among internet users.  It does not have to be used for copying music or movies.  It can 
actually be used for discourse.  Justice Breyer found three factual parallels. 
 "First,  [i]n Sony, the Court considered the potential copyright liability of a company that did not itself illegally 
copy protected material, but rather sold a machine...that could be used to do so.  A buyer could use that machine for 
noninfringing purposes....[or]...for infringing purposes as well...[o]r, the buyer might use the machine to record 
copyrighted programs under circumstances in which the legal status of the act of recording was uncertain...."55

 Second, "Sony knew many customers would use its VCRs to engage in unauthorized copying and 'library-building."  
But that fact was insufficient to make Sony itself an infringer.  And the Court ultimately held that Sony was not liable for its 
customers' acts of infringement.56

 Third, "[t]he Court had before it a survey (commissioned by the District Court and then prepared by the respondents) 
showing that roughly 9% of all VCR recordings were of the type -- namely, religious, educational, and sports programming -- 
owned by producers and distributors testifying on Sony's behalf who did not object to time-shifting."57

Comparing the facts in Sony to the facts in Grokster, Justice Breyer concluded that “the evidence now before us shows that 
Grokster passes Sony's test -- that is, whether the company's product is capable of substantial or commercially significant 
noninfringing uses."58  Justice Breyer believed that more lawful uses for P2P file sharing would develop so long as P2P file 
sharing sites were permitted to operate.59  
 He said the issue is not whether the Grokster facts satisfy the Sony standard, but whether the Court should change the 
Sony standard to be stricter.60  He presented a three point inquiry.  “…(1) Has Sony…worked to protect new technology?  (2)  
If so, would modification or strict interpretation significantly weaken that protection?  (3)  If so, would new or necessary 
copyright-related benefits outweigh any such weakening?”61  This is a worthy inquiry.  It has an economic and social basis.  
It is forward looking.  It asks if the policy is based on protecting the status quo when change is desirable.  Justice Breyer then 
proceeded to answer the three questions he had posited.  (1)  Sony’s rule has given authors an “assurance that they will be 
shielded from copyright liability as they bring valuable new technologies to market."62  (2)  Strict interpretation of the Sony 
rule would cause a “chill of technological development."63  (3)  New copyright-related benefits do not outweigh “technology-
related loss.”64  Justice Breyer pointed out that although Grokster involved music sharing, other uses of P2P file sharing 
would also suffer from a narrow interpretation of Sony.  He recognized other solutions for the copyright holder to be 
protected even while others are protecting their activities by suing. 
 
V. Subsequent Uses for Grokster 
 
 The three opinions in Grokster indicate that the Court agrees on the adoption of another patent doctrine into copyright 
law, but that it disagrees on the standards for finding or absolving a defendant of indirect liability for copyright infringement.  
At least three justices agree with the Aimster point of view.  At least three justices agree with the Napster and Ninth Circuit's 
Grokster point of view.  So examining how lower courts are interpreting Grokster is important to businesses who wish to use 
P2P file sharing technology.  As of this writing, fourteen federal cases have cited Grokster.65  Whether the Supreme Court is 
swinging more toward protecting the rights of the copyright holder will be examined by the lower courts in the next few 
years. 
 In two cases the music industry had sued direct infringers for using P2P file sharing to illegally download music.  
Grokster was cited primarily because of the similarity in subject matter.66  Three opinions involved patent infringement.67  It 
may result that Grokster is more widely applied by courts considering patent infringement claims than by courts considering 
copyright infringement claims.  The inducement doctrine is not codified in either patent or copyright statutes, so the more 
authoritative courts apply it, the more those opinions will be cited for use of the doctrine. 
 Three opinions found no underlying direct infringement of the plaintiffs' copyrights.  That is a requirement for any type 
of indirect linfringement liability.  Those cases cited Grokster generally for recognition of indirect liability.  The court in 
Terry Newborn v. Yahoo, Inc.68 cited Grokster for recognition of indirect liability in copyright law.  It could have cited 



numerous cases for this same proposition.  Grokster's holding was not involved in the case.  The plaintiff could not prove the 
first requirement for contributory infringement, that there was underlying direct infringement.69  All of the indirect liability 
cases recognize that there can be no indirect copyright liability without there being an underlying direct infringement activity.  
In Perfect 10 v. Google, Inc.70 the court also cited Grokster for its holding, "One infringes contributorily by intentionally 
inducing or encouraging direct infringement."  However, Google was not liable for contributory infringement because there 
was no evidence of direct infringement by Google users.  Secondly, P10 could not rely on Grokster because there was no 
evidence that Google induced infringement by Google users.71  So this court made a determination of what inducing 
infringement is. In Monotype Imaging, Inc. v. Bitstream Inc.,72 the court cited Grokster for the proposition that even if the 
instrumentality is capable of substantial noninfringing uses, it  is not acceptable if the defendant induces infringement.73  The 
court summarized Grokster, even though it had little application in the situation, since the threshold requirement of 
underlying direct infringement had not been shown. 
 Three opinions cited Grokster for its holding on inducing infringement, although only one decided on that basis.  In 
Contessa Food Products, Inc. v. Lockpur Fish Processing Co. Ltd.74 the court cited the Ninth Circuit's summary of the three 
elements required to show contributory copyright infringement.  The case involved contributory infringement.  The Supreme 
Court's opinion did not affect the substantive law of indirect liability, except insofar as adding a new consideration.  In AMC 
Technology, L.L.C. v. SAP AG, SAP America, Inc.75 the court cited Grokster for a requirement of proof when alleging 
contributory infringement.  This case uses the Grokster holding to impose liability on the defendant for contributory and 
vicarious copyright infringement.  "One infringes contributorily by intentionally inducing or encouraging direct 
infringement."76  This language is the foundation of three courts' citations of Grokster.  In Arista Records, Inc. v. Flea World, 
Inc.,77 the defendant used Grokster to show that it did not actively induce others' direct copyright infringement.  The case 
involved liability of a flea market for its vendors selling bootlegged CDs.  The court applied the traditional contributory and 
vicarious infringement analysis that had been developed in the Ninth Circuit, presuming that Grokster did not affect that 
basic law.  Grokster was applied and distinguished repeatedly in the opinion.  Note that the Ninth Circuit had a similar case 
that it used as a guideline for Napster and for Grokster.78

  
  
VI. Analysis and Conclusion 
 
 “[C]ourts continue the struggle to balance public rights of access to copyrighted works with the copyright owners’ 
interests in reaping just rewards for creative labors.”79  This tension between public interest and private ownership is the 
inherent tension in copyright.  The Supreme Court added patent law's inducement theory to considerations in copyright 
involving indirect liability. 
 The Supreme Court remanded Grokster for the lower courts to reconsider.   At this time the district court has not 
redecided.  What the lower court will do on remand after studying this Supreme Court decision is less predictable than usual.  
The unanimous opinion eschewed interpretation of Sony, simply choosing to invite application of a second patent doctrine 
not previously adopted into copyright law.  The Justice Ginsburg decision, concurred in by Chief Justice Rehnquist and 
Justice Kennedy, called for a rereading, a reinterpretation, of Sony.80  The Justice Breyer decision, concurred in by Justice 
Stevens and Justice O'Connor, indicates that the Ninth Circuit and the district court both applied Sony precisely as it was 
meant to be interpreted.81  Under his scheme of the law, the lower courts would be applying the new Supreme Court decision 
on the inducement doctrine.  When one reviews the facts and findings in the trial court in Sony, as Justice Breyer did, it is 
difficult to distinguish between the inducement done by Sony in its advertising of the Betamax and its training of sales 
personnel to demonstrate how to copy and store copies of television programs and televised movies, from the inducement 
done by the defendants in Grokster.  It is difficult to predict how the lower court may decide the applicability of the 
inducement theory in Grokster's case. 
 There is a distinction between Sony and Grokster in regards to the item that was being distributed.  Sony’s VCR is a 
machine that Sony sold and did not continue to control.  Grokster’s program is an intangible software program that Grokster 
continually participated in running and reaping financial benefits from.  It continued to interact with its users.  Sony did not 
do that.  This may have been in the minds of the justices when they perceived Grokster as being more actively engaged in 
promoting infringing uses of its product than was Sony.  The Court said that Sony's advertising and training induced 
consumers to buy the VCR to record favorite shows and to build a library of recorded programs, but that these uses were fair.  
Those are the same types of copying that Grokster was enabling its users to do.  The question becomes why recording a TV 
show and saving it is a fair use and not illegal, while recording a song and saving it is infringing use.  
 The Court acknowledged that MGM argued those two theories and lost in the lower courts.  The Court said it 
would not consider the merits of the two theories of copyright liability: contributory infringement and vicarious 
liability for copyright infringement.  It chose instead to incorporate the inducement theory into copyright law.  But 
the Court did look at Sony, because it is the most recent time the Supreme Court has addressed secondary liability in 
copyright law.  The unanimous opinion in Grokster did not resolve the differing views of base requirements for 
vicarious and contributory copyright infringement.  Justice Ginsburg did address these issues. She agreed with the 
Seventh Circuit and Judge Posner.  Justice Breyer did address these issues.  He agreed with the Ninth Circuit in both 



Napster and Grokster.  Since the unanimous opinion did not find either with the Ninth Circuit or with the Seventh 
Circuit, practitioners and scholars are left to ponder the issue.  But at times the decision will not have to be made, 
since they can apply the most recent interpretations of the newly recognized inducement theory. 
 Consider that a VCR is only good for copying and playing videocassettes.  Grokster’s P2P file sharing is capable of 
more that simply copying.  It is a communication device among internet users.  It does not have to be used for copying music 
or movies.  It can actually be used for discourse.  Sony could have been held liable on an inducement theory also, but the 
Court was predisposed to allow the technology.  Now the pendulum seems to have swung and the Court is allowing less 
infringing technology.  So we are back to the original copyright problem of stopping a technology simply because it is used 
to infringe copyright. 
 The unanimous opinion sounds ominously like it would reinterpret Sony to lower the threshold for imposing liability for 
contributory infringement.  If this is the case, there is likely to be a deluge of contributory infringement cases against 
numerous internet server systems.  Justice Breyer mentioned that a good thing about Sony is that there have been very few 
contributory infringement copyright cases dealing with the newer technologies that make copying simple.82

 Indeed, in the district court and in the Ninth Circuit Court of Appeal, the Sony and Napster line of cases dictated that 
Grokster and StreamCast were not liable for contributory infringement or for vicarious infringement.83  Logically, if the 
Supreme Court opinion chose not to readdress Sony, the reasoning that led the circuit and district courts to find no liability is 
still intact.  The courts now have another layer of inquiry to place upon the analysis after the finding of no contributory or 
vicarious infringement.  That is the inducement theory.  There is now a problem of having no guidelines for what constitutes 
inducement that gives rise to vicarious and contributory liability. 
 The lower courts will continue to struggle as technology continues to change at breakneck speeds and the copyright law 
attempts to address the parameters of protection.84  The cases relying on Grokster have been diverse in their application.  
Only one out of the fourteen studied actually considered and applied the inducement doctrine that the Supreme Court 
adopted. 
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